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Court of Customs and Patent Appeals 

In re Edge 
Appl. No. 7618 Decided May 5, 1966 

PATENTS 

1. Patentability-Aggregation o^ 

bination— Omission of part oi. 
161) 

While it may often be true that mere 

S^'an- ^leS wSiir retaining its 

function. „ j 

Particular patents— Business Card 
Edge, Business Bonus Card, claim 1 

of afpiication allowed; claims 6 to 8 

refused. • 

Appeal from Board of Appeals of 

*'\p^pSio2"S- patent of Leonid 
Edge, Serial No. 219,918. f>led Au|. 28, 

1962; Patent Office .G"^P ^^^^g 
decision rejecting claims 1 and 6 to s, 
Scant aWf Affirmed a^s to cgm 
6 to 8; reversed as to claim 1, wrK 
pateick, Judge, dissenting in part with- 

rRTHU?'H" SEIDEL and JOEI, S.^GOLO- 

^ HrMMB^;i.oth of Philadelphia. Pa., for 

counsel) for Commissioner of Patents. 
Before Rich, Acting Chie* Judge, Mas. 

Code. 



This appeal is from the decision; 

fflJ;'.. V™» Card." No eta.m.JJj 
allowed. ^ , 

The invention is a business card, anl 
mJthod of making same to be used ^b|. 
runemarkets, race .tracks, niovie th^j 
ISI^c.. as'a business inducing deyiq^^ 
The card of such size as to penmy 
carding in the customer's wallet, is .flfj 
nS-lle material and . contams n}&% 
mera^s printed in partitioned areasJ 
Sly ?Sated arourid the penphery| 
.but possibly elsewhere, which ar|| 

punched out by an ^^vlo^'^t 
Ltablishment to designate such ma^teg; 
as the amount of purchases ^^A^^■M 
the number of weeks of patronag^i 
Also on the card is another indiciun| 
reo?esehting the amount of the custoig^ 
. er^s bonus :^ which, he is entitled .once 
?he S has been' fully; punched. jb| 
prior to which time the indicium isj^ 
limed from view. It is. m ^f.^SI 
of concealing this indicium . that appfk 
lanfs invention resides, all other, a^YJ 
discussed features admittedly being; ^ 
Claims 1 and 6 are illustrative (eD!| 
phasis ours) : ''^2% 
1. A business bonus , card comprjs ; 
ing a layer of paper-like naate^i^ 
. having a front face and a «ar /a^; 
means on said layer of Pai^«--.|| 
material for providmg a r^ord in^c^ 
tive of the occurrence of a PluralW. 
of business transactions, indicia P| 
one of said faces, and a tftw io«e| 
of metal bonded directly to ^a^d^^ 
face ohscuring said mdtcxa and eapa^^ 
ble of being erased to enaible 
denomination of said indvsw, to oe 
ascertained. ' .. . t 

6. A method of making a businej 
bonus card having a plurality of aesr | 
ignated areas which are to be Punch^aj 
as a result of transaction of business, 
comprising the steps of P""*'"?: 
indicia on a face of the business car^i^ 
and obscuring the indicia by bonding j 
a layer of metal directly to the ca^i 
over the indicia. 



7 
as 



ta-s 

Claim 7 qualifies the ^^^'T^ 
step as including "spraying bron|| 
powder on the card." Claim 8 q^/^Sf 
this step as including "^^PPly^^f 
foil to the card by a hot Pressm|| 
operation." ^y.^ 
The issue is patentability . over tM| 

following references: ' 'I 
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)ility over th^ 



The Washington Post, page C-8, . 
May 31, 1962. 

■ Hoese, 2,999,698, Sept. 12, 1961.- 

Neville et. aL, 2,961,777, Nov. 29, 
1960. 

Troubleshooting Trainer -Tester, 
Copyright 1954. 

The Washington Post disclosure, sets 
%ut a sales promotional card quite like 
appellant's, the sole significant differ- 
ence being that the indicia-obscuring 
iheans is a rectangular panel of rela- 
iiively heavy, high tensile strength, 
I opaque leatherette paper which is at- 
T. tached to the card by zigzag stitching 
irTn such manner as allegedly to prevent 
runnoticed removal and replacement. 
^ Hoese discloses details of a card like 
Ithat in The Washington Post, and will 
' ibt be . considered further since the 
j^^rtinent disclosure of the two refer- 
fences is essentially the sanie. 
M Neville et al. (hereinafter Neville) dis- 
Iclpses special guide and answer sheets 
^for use in training electronics techni- 
'':ians, although the applicability of the 
invention, according to the patentees, 
^includes, but is not limited to, the 
Jiglds of education, entertainment and 
fdles. promotion or advertising. The 
i^ii^^ention consists of printing on a 
jiieet, an overlaying transparent and 
^laiively erasure-proof protecting, layer 
ind . an erasable or removable opaque 
**>yering applied over the protecting 
J^yer, so as to . obscure the original 
feinting until the erasable covering is 
"femoved." (Emphasis ours.) The inven- 
ilori is said to represent an improve- 
lent over the invention disclosed and 
^claimed in a- patent to Buitenkant; 
gfeich, inter alia, "discloses an ink 
^covering system, the obscuring . part of 
^hich can be removed by erasure to 
l&pose the concealed answers." As ex- 
lljained in the solicitor's brief, Neville's 
l^mprovement appears to reside in the 
s&provision of the intermediate trans- 
|i|arent protective layer, thereby pre- 
f^enting destruction of the printed in- 
|:dicia during erasure of the obscuring 
ijcbver. Neville's opaque covering is an 
^mk film, containing up to. about 50% 
Ijiigment which nmy consist of titanium 
^dioxide, aluminum powder or other 
f^pacifying material. If electrical nria- 
li^hine grading is desired, a conductive 
t^paque ink film consisting of "finely, 
l^ivided metallic powder, such as bronze 
Mpwder" may be dusted onto a suitable 
|size or glue previously overlaid on the 
^Sxitermediate layer. 

l^^i^The Troubleshooting Trainer-Tester 
|-reference is an actual answer sheet of 
|tiie type disclosed in Neville and, as 



stated by the solicitor, "adds little of 
interest." 

With regard to claim 1, the essence 
of the examiner's position, accepted by 
the board, is: 

To substitute for the covering ma- 
terial of the Washington Post Dis- 
closure [sewed on leatherette], a me- 
tallic coating which may be removed 
by erasing would involve no more 
than the substitution of one equiva- 
lent material' for another. In Neville 
et al., an intermediate layer of ma- 
terial is positioned between the in- 
dicia and the covering to prevent the 
removal of the indicia. To omit this 
safeguard and its function would 
involve no more than a matter of 
choice. 

We disagree with this reasoning for 
two reasons. First, the issue is. not one 
of equivalence, but obviousness under 
35 U.S.'C. 103. As stated in In re Flint, 
51 CCPA 1230, 330 F.2d 363, 141 USPQ 
299, 302: 

We agree with appellant and con- 
sider as dispositive the rationale of 
' our recent opinion in In re Scott, 61 
CCPA 747, 323 F.2d 1016, 139 USPQ 
297, 299 at [1] wherein we sgiid: 

The examiner arid the . board ap- 
pear to hold that the mere existence 
of "functionar and mechanical 
equivalence" establishes "obvious- 
ness." We think this involves a non 
sequitur. Expedients which are func- 
tionally equivalent to each other 
are not necessarily obvious tn view 
of one another. The statutory man- 
. date of 35 .U.S.C. 103 is that the 
claimed subject matter be unobvious 
at the time the invention was made 
to a person having ordinary i skill 
in the art to which the subject 
matter pertains. 

[1] Second, as to the examiner's point 
about omission of Neville's intermediate 
layer, together with its protective func- 
tion, we agree with appellant that the 
function of this layer has been retained, 
not omitted, in the present invention 
since appellant's metal layer can be 
erased without removing the printed 
indicia notwithstanding the fact that the 
metal layer is bonded directly to the 
face of the card. While it may often 
be true that the mere omission of an 
element together .with its function does 
not produce a patentable invention, it 
may also be unobvious to omit an ele- 
ment while retaining its function. In re 
Fleissner, 46 CCPA 831, 264 F.2d 897, 
121 USPQ 270, and cases there cited. 

Being unable to find in the art any 
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suggestion of a thin layer of metal 
bonded directly to a paper-like card, 
obscuring a printed indicia thereon, yet 
^'capable of being erased to enable the 
denomination of said indicia to be as- 
certained," we reverse the rejection of 
claim 1. . , . 

With regard to the remaming claims, 
6-8 directed to method, we are unable 
to find such limitations as the one just 
quoted, or any other serving to distin- 
guish the claimed method from the 
prior art. We agree with the board, 
referring to claim 8, that: 

We see nothing unobvious in the 
hot pressing step or in the use of 
gold foil * * * because of the com- 
mon use of gold foil and the claimed 
mode of application on covers of 
books, manuscripts, brochures, etc. of 
which we take judicial ; notice. 

Claim 6 from which claim 8 depends 
is even broader calling: for "bonding a 
layer of metal directly to.^the. card oyer 
the indicia." It reads on hot pressmg 
gold fpil and. is unpatentable, for the 
same 'jf^a sons as claim ^. -r . 
, -Claiin' 7 preJsents a some\yhat closer 
question.' Whereas we, like the board, 
"have some , doubts that a sprayed pure 
bronze powder will adhere to a card 
surface" and note, moreover, that there 
is no disclosure in -the specification 
either that the card surface is. specially 
treated to secure the powder thereto or 
of a bonding .carrier for the bronze 
powder, the f act Js that an issue of 
operability of the invention, or of ade- 
quacy of disclosure, is not before us. 
The sole question is whether obscuring 
indicia on a paper-like, card by bonding 
a layer of metal directly to the card by 
spraying bronze powder thereon is 
obvious. 

As we view claim 7, the invention 
there defined differs froni Neville's dis- 
closure of dusting a finely divided 
opaque [metallic] powder" only in that 
appellant, bonds his powder 'directly, 
onto the card, as opposed to an inter- 
mediate protective layer. We find this 
difference insufficient to render clam 7 
patentable because, unlike article claim 
1 claim 7 contains no limitation as to , 
the capacity of the meUl layer to be 
erased to permit reading the printed 
indicia. Nor do we construe the word 
"directly" to preclude use of some sort 
of sizing material which would serve 
merely to bond the powder to the pap^r. 

The decision of * the board as to claim 
1. is reversed and as to claims 6, 7, and 
8 is affirmed. , 

. KiRKPATRiCK, Judge, dissents f roni the 
reversal of the rejection of claim 1. 
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Bygdnes v. Maxey and Streets 
Appl. No. .7639 Decided May 5, 1966,^ 
PATENTS 

1. Drawings— la general (§ 34.1) ' v:| 
Some latitude in Patent Office Rule.84^ 
exists in the case of mounted photprj- 
prints based on line drawings that are": 
clear, distinct, and easily understood';- 
application . papers are accorded a filing; 
date since mounted photoprints of. pencil^ 
drawings constitute . a permanent recor^^ 
capable of being reproduced and are hpj^J 
subject to possibility of alteration. , - 

. Particular patents— Tape Recorder 

Maxey and Streets, Tape Recorde^g 
application awarded priority again^| 
Bygdnes application. • ■ . --'^^^ 

Appeal from Board of Patent InteM 
ferences of the Patent Office. 'i-m 
. : Patent • interference • No. 93,853 ';be?^ 
tween Perry Alan Bygdnes, application^;! 
Serial No.' 241,789, filed Dec. 3, 1962, an|| 
Alexander : R. Maxey and JohnNiffii 
Streets- application,^ Serial No. 210j2655| 
filed July . 16, 1962:' From decisipfi| 
awarding priority to Maxey and Streets^i 
Bygdnes appeals. Affirmed. " '^V^m 

Edward B. Gregg and M^lvin R.;Sfi^"| 
HAM, both of San Francisco, Calif;; fdr f 

appellant. ' ' / 

Edwin M. Luedeka, John F. Flanneey, ■ 
and Robert K. Schumacher, all of.^ 
Chicago, 111., for appellees. 

Before Rich, Acting Chief Judge, Mar^J 
I TIN, Smith, a^id Almond, Associate^ 
Judges, and Kirkpatrick, Judge.* -^^t^ 

Per Curiam. ^ '^^I 

This is an appeal from a decision of 
the Board of Patent. Interferences 
awarding priority to appelles in inter- 
ference No. 93,853,1 of a single count- 
relating .to improvements in magnetic 
tape . transport mechanisms. 

The junior party, Bygdnes, in an ^ 
. order of January 8, 1964, was notified 
that having failed to file a preliminary 

* United' Staties Senior Judge for the .| 
Eastem^ District of Pennsylvania, ^^"^ % 
nated to participate in place of Oniei^^ 
Judge Worley, pursuant to provisions /^ g 
Section 294(d), Title ^, United States | 
.Code.. *■ ■ 

1 The involved a/pplications are -those _oi | 
the party Maxey and Streets, serial ^o. 
210,265, fUed July 16, 1962, and the V^%;- 
Bygdnes, serial No, 241,789, filed Decemto^* 
3, 1962. 
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